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Opi nion by Drost, Administrative Trademark Judge:

W ntrust Financial Corporation (applicant) applied to
regi ster the mark NORTHBROOK BANK & TRUST COMPANY (in typed
form) for “banking services” in International O ass 36.1
Al t hough applicant initially sought registration on the
Princi pal Register, the application was subsequently

anmended to request registration on the Suppl enent al

! Serial No. 75/935,479, filed February 17, 2000. The
application was based on applicant’s assertion of a bona fide
intention to use the mark in commerce. Subsequently, applicant
submtted an amendnent to allege use and asserted a date of first
use and a date of first use in conmerce on Novenber 22, 2000.
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Regi ster. Applicant has al so disclained the words “Bank &
Trust Conpany.”

The exami ning attorney ultimately refused to register
the mark under Section 2(d) of the Trademark Act, 15 U S.C.
8§ 1052(d), because of two registrations for the mark NORTH

BROOK and desi gn shown bel ow.

NORTH
BROOK

The first registration is on the Suppl enental Register
and the services are identified as “insurance services” in
International Class 36 and “property and casualty | oss
control services” in International Oass 37.? The second
registration is on the Principal Register under the
provi sion of Section 2(f) and it is registered for
“commercial and liability insurance adm nistration
services; underwiting and admi nistration services in the
field of life insurance; underwiting and adm ni stration
services in the field of annuities” in International C ass

36.°3

2 Registration No. 1,265,418, issued January 24, 1984, Section 8
accept ed.
® Registration No. 2,266,244, issued August 3, 1999.
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After the exam ning attorney made the refusal final,?
this appeal followed.

The exam ning attorney’s position is that the dom nant
portion of both marks is the word “Northbrook,” and
applicant’s addition of the descriptive words “Bank & Trust
Conmpany” does not change the simlar overall comercia
i npression created by the marks. Regarding the rel atedness
of the services, the exam ning attorney submtted evi dence
that included NEXIS printouts indicating that banking and
i nsurance services are provided by the sane entities.

Met Life is one of the first US insurers to forma

banki ng unit.

Post Magazi ne, June 1, 2000.

The barriers between banking, insurance and brokerages

are already starting to fall.
Wat er bury Republican-American, May 15, 2000.

In addition, the exam ning attorney submtted copies
of nine registrations (Nos. 2,608, 826; 2,604, 392;
2,545, 286; 2,543,123; 2,595,710; 2,587,508; 2,579, 902;
2,583, 428; and 2,569,613) as evidence “that both banking
and insurance services often emanate froma single source

under the sane mark.” Brief at 6. The exam ning attorney

* The examining attorney’s final refusal also included a third
registration (No. 1,679,641) for the sane mark shown above for
“comercial and liability insurance underwiting services;

i nsurance consulting services” in International C ass 36.
However, that registration was cancell ed on Decenber 21, 2002,
and it, therefore, no longer is a bar to registration of
applicant’s nmark.
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concluded that the “marks are highly simlar and the
services are related. Consuners encountering applicant’s
mark and the cited marks in the marketplace are therefore
likely to m stakenly believe that the services emanate from
a common source.” Brief at 9.

Applicant, on the other hand, maintains that the
exam ning attorney has not shown that registrant is
licensed to provide banking services or that “non-
conpetitive banking services and insurance services could
give rise to the m staken belief that the services emanate
froma comon source.” Brief at 11. Regarding the nmarks,
applicant argues that because the cited registrations are
either on the Suppl enental Register or registered on the
Principal Register under the provisions of Section 2(f),
“the scope of protection accorded such a descriptive mark
is significantly narrowed and Iimted such that |ikelihood
of confusion can only be found where the marks are nearly
identical.” Brief at 5. Finally, applicant argues that
there is no actual confusion, the mark is weak, the trade
channel s are different, and the services are dissimlar,
and, therefore, the exam ning attorney’s refusal should be
reversed.

W affirm
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In a case involving a refusal under Section 2(d), we
anal yze the facts as they relate to the relevant factors

set out inln re Majestic Distilling Co., F. 3d , 65

UsP@d 1201, 1203 (Fed. Cir. 2003). See alsoInre E. 1I.

du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ

563, 567 (CCPA 1973); Recot, Inc. v. Becton, 214 F.3d 1322,

54 USPQ2d 1894, 1896 (Fed. Cir. 2000).

We start by conparing applicant’s and registrant’s
marks. Applicant’s mark consists of the words NORTHBROCOK
BANK & TRUST COWPANY; registrant’s mark is for the word

NORTH BROOK and desi gn shown bel ow.

NORTH
BROOK

Both marks feature the word NORTHBROOK or NORTH BROOK

See Seaguard Corp. v. Seaward International, Inc., 223 USPQ

48, 51 (TTAB 1984) (SEA GUARD and SEAGUARD are “essentially
identical”). Applicant adds the disclainmed words “Bank &
Trust Conpany” to its mark while registrant displays its
marks with a sinple block design. However, the dom nant
part of both marks woul d be the word NORTHBROOK. The

addition of the words “Bank & Trust Conpany” does not
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significantly alter the appearance, pronunciation, neaning,
or commercial inpression. In a simlar case, the Federa
Circuit held that the addition of the word “Swing” to
registrant’s mark “Laser” did not result in the marks being
dissimlar. “[B]ecause both marks begin with ‘laser,’ they
have consequent simlarities in appearance and

pronunci ation. Second, the term‘swng is both common and
descriptive...Regardi ng descriptive terns this court has
noted that the descriptive conponent of a mark may be gi ven
little weight in reaching a conclusion on likelihood of

confusion.” Cunninghamv. Laser Golf Corp., 222 F.3d 943,

55 USPQ2d 1842, 1845-45 (Fed. Cir. 2000) (citations and

guotation marks omtted). See also Inre Dixie

Rest aurants, 105 F.3d 1405, 41 USPQRd 1531, 1534 (Fed. Cr

1997) (Court held that the addition of “The,” “Cafe” and a
di anond-shaped design to registrant’s DELTA mark stil

resulted in a likelihood of confusion); Wlla Corp. v.

California Concept Corp., 558 F.2d 1019, 194 USPQ 419, 422

(CCPA 1977) (CALI FORNI A CONCEPT and surfer design likely to
be confused with CONCEPT for hair care products).

In addition, the sinple design in registrant’s mark
does not change the basic inpression of the mark.

Nei t her the design elenment nor the generic term "cafe"

offers sufficient distinctiveness to create a
di fferent commercial inpression. |Indeed, as the board
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found, the design is an ordinary geonetric shape that
serves as a background for the word mark.

Di xi e Restaurants, 41 USPQ2d at 1534.

We concl ude that, when we consider these marks in
their entireties, the differences in appearance,
pronunci ati on, meani ng, and comrerci al inpression are m nor
and the word NORTHBROOK woul d be the feature that
prospective purchasers would use to refer to the services.

We have taken into consideration the fact that
applicant’s mark and one of registrant’s marks is on the
Suppl enental Register. Merely because a mark is on the
Suppl emental Register, it does not follow that the mark is

entitled to only a narrow scope of protection. Inre Smth

and Mehaffey, 31 USPQ2d 1531, 1533 (TTAB 1994). W note

that Northbrook is “a village of northeast Illinois, a
residential and industrial suburb of Chicago. Popul ation
32,308.” Anerican Heritage Dictionary of the English
Language, Third Edition (1992). Applicant’s terminvolving
avillage in lllinois is not the equival ent of a commonly
used descriptive term In addition, registrant’s other
mark is on the Principal Register under the provisions of
Section 2(f). \While applicant has included tel ephone

busi ness page entries to show that there are other

busi nesses in Northbrook that include the word NORTHBROOK
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in their nanme, this evidence does not establish that the
term NORTHBROOK i s weak. The fact that pizza parlors,
I i mousi ne services, autonobile dealers and car washes in
t he Northbrook area use the term NORTHBROOK does not
establish that it is weak mark when it is used in
association with insurance services.

We now consi der whether the services of the applicant
and registrant are related. W nust consider the services
as they are identified in the application and registration.

Paul a Payne Products v. Johnson Publishing Co., 473 F.2d

901, 177 USPQ 76, 77 (CCPA 1973) (“Trademark cases
i nvolving the issue of |ikelihood of confusion nust be
deci ded on the basis of the respective descriptions of

goods”); In re Dixie Restaurants, 105 F.3d 1405, 41 USPQRd

1531, 1534 (Fed. Gir. 1997) (punctuation in original),

quoti ng, Canadi an | nperial Bank of Commerce v. Wl ls Fargo

Bank, 811 F.2d 1490, 1 USPQd 1813, 1816 (Fed. Cir. 1987)
(“’ Li kelihood of confusion nust be determ ned based on an
anal ysis of the mark applied to the ...services recited in
applicant’s application vis-a-vis the ...services recited in
[a] ...registration, rather than what the evidence shows the

...services to be’”). See also Octocom Systens, Inc. v.

Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQQd

1783, 1787 (Fed. G r. 1990) (“The authority is |egion that
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the question of registrability of an applicant’s mark nust

be decided on the basis of the identification of goods set

forth in the application regardl ess of what the record may

reveal as to the particular nature of an applicant’s goods,
the particular channels of trade or the class of purchasers
to which the sales of goods are directed”).

Applicant’s argunent that registrant is not using its
mark in connection with the sane services with which
applicant is using its mark is sinply not relevant. |If the
services are related, it does not matter how registrant is
actually using its mark.

“In order to find that there is a likelihood of
confusion, it is not necessary that the goods or services
on or in connection with which the marks are used be
identical or even conpetitive. It is enough if there is a
rel ati onshi p between them such that persons encountering
them under their respective marks are likely to assune that
they originate at the sane source or that there is sone

associ ati on between their sources.” MDonald s Corp. V.

MEKi nl ey, 13 USPQ2d 1895, 1898 (TTAB 1989). See also Inre

Opus One Inc., 60 USPQRd 1812, 1814-15 ( TTAB 2001).

Here, applicant uses its mark in connection with
banki ng services and registrant uses its mark for various

i nsurance services. Applicant maintains that the services
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are “not clearly related.” Brief at 9. However, the
exam ni ng attorney has included evidence that banking and

i nsurance services originate fromthe sane source. In
addition to the NEXIS evidence that indicates that banks
are beginning to offer insurance services, the exam ning
attorney also included copies of registrations to show that
the sane entities have adopted a comon nmark for both
banki ng and insurance services. See, e.g., Registration
No. 2,569,613 (THE BANK OF BLOOVFI ELD HI LLS for banking
servi ces and insurance adm nistration, insurance brokerage
and i nsurance agency services in the field of life, health,
and disability insurance and annuities); No. 2,604, 392
(HOUSEHOLD and desi gn for banking services and insurance
underwiting services); No. 2,606,826 (HARLEYSVILLE

NATI ONAL BANK AND TRUST COWPANY and design for banking
servi ces and i nsurance agency services); No. 2,579, 902

( STATE FI NANCI AL for banking services and insurance
services and underwiting property, casualty and life

i nsurance); and No. 2,583,428 (CITIONE for banking services
and i nsurance brokerage services including insurance
underwriting and banking services). These registrations
suggest that the sanme source may provide both banki ng and

i nsurance services. See In re Micky Duck Mustard Co., 6

usPQ2d 1467, 1470 n.6 (TTAB 1988) (Al though third-party

10
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regi strations “are not evidence that the marks shown
therein are in use on a comrercial scale or that the public
is famliar with them [they] may have sone probative val ue
to the extent that they may serve to suggest that such
goods or services are the type which my enanate froma

single source”). See alsoln re Albert Trostel & Sons Co.,

29 UsSPQd 1783, 1786 (TTAB 1993).

We have al so consi dered applicant’s evidence of
regi strations that show that the U S. Patent and Trademark
O fice has registered marks with the same geographic terns
to different entities for banking and insurance services,
however, these registrations are not very persuasive. Most
of these registrations involve registrations for a well -
known geographic termsuch as Illinois, New York, Chicago,
Eastern, and Anerica conbined with other terns. Therefore,
the i ssue of likelihood of confusion in the case before us
is different. 1In the present case, the cited mark contains
no additional term nology that would distinguish this mark
fromapplicant’s. Even if there were exanples of the sane
geographical terns that were registered to different
parties for banking and insurance services, that would
hardly establish that there was not a |ikelihood of
confusion in this case. Wile third-party registrations

may be used to denonstrate that a portion of a mark is

11
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suggestive or descriptive, they cannot be used to justify
the registration of another confusingly simlar mark. 1In

re JJM Oiginals, 6 USPQ2d 1393, 1394 (TTAB 1988). The

ot her evidence certainly supports the exam ning attorney’s
conclusion that potential consuners are likely to believe
t hat banki ng and insurance services may originate fromthe
same source or at least are related or associated in sone
way.

Applicant argues that the channels of trade are

di ssim |l ar because registrant’s services involve “a
busi ness-t o- busi ness commerci al relationship.” Reply Brief
at 12. However, the registrations are not so limted. See
Regi stration No. 1,265,418 for “insurance services” and
Regi stration No. 2,266,244 for, inter alia, “underwiting
and adm nistration services in the field of life insurance;
underwriting and admi nistration services in the field of
annuities.” In addition, applicant’s banking services do
not exclude services directed to businesses. Applicant

al so maintains that a “business interested in obtaining
property and casualty insurance coverage is going to spend
a sizeabl e amobunt of noney” and that its enpl oyees are

t heref ore “know edgeabl e and sophisticated.” Brief at 13.

As di scussed above, the registrations are not limted as

applicant argues. Even if we assune that the purchasers of

12
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i nsurance and banki ng services are know edgeabl e
purchasers, they would |ikely be confused when very simlar
mar ks are used with both banking and i nsurance servi ces.

Cct ocom Systens, 16 USPQRd at 1787.

In addition, we note that applicant’s counsel has
argued that applicant is unaware of instances of actual
confusi on. However, the absence of actual confusion does
not mean there is no likelihood of confusion. Majestic

Distilling, 65 USPQ2d at 1205 (“The | ack of evidence of

actual confusion carries little weight”). Additionally, we
have consi dered applicant’s argunment regarding the |ack of
evi dence of fame and we agree that there is no evidence of
fame, but this type of evidence would not normally be of
record in an ex parte case and the | ack of such evidence
does not indicate that there is no |ikelihood of confusion.

See Mpjestic Distilling, 65 USPQd at 1205 (citation

omtted) (“Although we have previously held that the fanme
of aregistered mark is relevant to |ikelihood of
confusion, we decline to establish the converse rule that
l'i kel i hood of confusion is precluded by a registered mark’s
not being fanous”).

We concl ude that, when potential purchasers of
i nsurance and banki ng services encounter the marks NORTH

BROOK and desi gn and NORTHBROOK BANK & TRUST COVPANY, they

13
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woul d i kely believe the businesses using themare in sone
way related. Qur analysis |leads us to conclude that there
is a likelihood of confusion. While we acknow edge t hat
this conclusion is not free fromdoubt, we nust resol ve any
doubt in favor of the registrant and agai nst the newconer.

Kenner Parker Toys v. Rose Art Industries, 963 F.2d 350, 22

USPQ2d 1453, 1458 (Fed. Cir. 1992).
Decision: The refusal to register applicant’s mark

under Section 2(d) is affirned.

14



